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INTER-GOVERNMENTAL CONFERENCE Brussels, 6 Cctober 1970
FOR THE SETTING UP OF A EUROPEAN SYSTEM
FOR THE GkaNT OF PaTENTS BR/GT 1/63/70

- Secretariat -

Working document
for Draft Implementing Regulations
to the Convention establishing a European System for the Grant of Patents
put forward by the Chairman of the

"Implementing Regulations' sub-Committee of Working Party I

(Re., Articles 101 to 162)

compared synoptically with

- the Preliminary Draft Implementing Regulations to the Convention relating
to a European Patent Law, as drafted by the EEC "Patents" Working Party
(unpublished working document 4419/IV/63 of 20 January 1964) and,

- the Regulations under the Patent Co-operation Treaty (PCT)”
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1662 Draft : indicates the Draft Counvention relating to a Burorn.un Totent laow ‘rawn up
e dratt

Qr o

by the EEC "Patents" viorking Farty and published in 1242,

1865 Draft : indicates the 1962 Lraft, updated to toke into sccount thie amerdments
contained in the EEC "Fatents" Vorking Farty's working document 2335/IV/€5 of

22 January 1$65,

First Preliminary Draft : indicutes tve Firast Preliminary Draft of a Convention

establishing 2 European System for the Grant of Patents, published in 1970 by
decision of the Inter-Governmental Conference for tro scetting up of a Eurogrean

System for the Grant of Yateonts.

1964 Draft : indicc“es the Irelivisnary Dreft Implementing Regulations to the Convention
=0 Lrait

relating to a Furopean Pstent Law, as draftcd by the ELC "Patents" “orking arty

(workirg document W41S/IV/€% of 20 January 1964, unpublished).

RPCJEC : indicates the ulcs of Froce lurc of the Court of Ju-tice cf the Durcrean Zommunities.

PCT Regulations : indicnt:or (i resulalicne wader the I'otenls Co-opere binn oty
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+ on the right-hand page

----- under the text on the

left-hand page

under the text on the

right-rhand page

BR/GT 1/63 e/7C lor/PB/PC

indicates that the te:sl ¢ the loft-Yend pope is adoplted
ts

without amendmcent.

indicates that the text thus undorlined has becn deletad on

“the right-hand page.

indicates that the text thus underliued is new, in relation
to the 1964 Draft. Completely new paragraphs are not,

however, underlined.
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Re. frticles 1C1 - 1C7T

(former irticles SO6A-1GC2) .

Opposition procedure

Note:

The 1964 Draft contained no provisions concerning opposition procedure, as such a
procedure was not provided for in the 1962 praft zand was first irtroduced in the 1065
Draft. There are therefore no provisions corresponding to the proposals submitted on

pages 7 to 13.
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(former Article 9hd)

No. 1

Form of the notice ol opposition

Proposal

The notice of opposition shall contain: Notes:

1. Article 101(1), second sentence, of the First
Preliminary Draft lays down that notice of
opposition must be given in writing. It will
be appropriate to examine whether this provision
should be transferred to the Implementing
Regulations, by analogy with Re. Article 8&, No. 1,
on the Form of the Request for Examination.

(a) the name, address, nationality, of
the person giving notice of opposition
and the State in which his residence
or registered office is located, in
accordance with the conditions set out
in Article ... (Re. Article 66, No. 1),
paragraph 2(c);

(b) -the file number of the European patent 5. See Re. Article 88, No. 1, (2b) (BR/GT 1/52/70
against which opposition is lodged, page 73 - Proposal).
the designation of its proprietor and
the title of the invention;

(¢) the declaration that opposition is 3, Article 101(a) (new), referred to opposite,
lodged against the Buropean patent, appears in BR/GT I/4%.0; page 45, as a
and at least one of the grounds for proposal.
opposition provided for in Article
/101(a) (newl? of the Conventionj. 4. See Re. Article 111, No. 1, (1b) and (2b)

(BR/GT 1/%2/70, pare @1 - Proposal).
¥

s/ een







Re. Article 101 - 7 Cont.

(former Article “bd)

No. 1
(Cont.)

Form of the notice of oppouition

Proposal

(d)

if the person giving notice of opposition
has appointed an agent, his name and the
address of his place of business, under
the conditions provided for in Article ...

(Re. Article 66, No. 1), paragraph 2(c),

sub-sections 2 and k.

BR/GT 1/63 e/70 lor/PB/prk

5.

See Re. Article 66, No. 1, (2d) and Re.
Article 8&, No. 1 (2¢) (BR/GT 1/52/70, page 75
- Proposal).
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(former Articlce 96d)

No. 2 (new)

Rejection of the opposition as invalid

Proposal

(1)

expiry of the opposition period, that the notice

If the éapposition Divisiog7 finds, on

of opposition does not comply with the provisions
of Article 101 of the Convention and of Article ...
(Re. Article 101, No. 1) sub-paragraph (¢), or |
does not indicate the file number of the patent
against which opposition has been lodged, it

shall reject the said opposition as invalid.

(2) 1If the Zapposition Divisiog7 finds that the
'noticé of opposition does not comply with the
provisions of Article ... (Re. Article 101, No. 1)
other than those mentioned in paragraph 1, it
shall so notify the person who lodged the
opposition ana shall invite him to rectify the
'irregularites found within such period as it

may specify. If the notice of opposition does

¥

Note: The invalidity of the opposition for
non-payment of the fee ensues from Article 101 (1).
It might, however, be examined whether this point
should be included in the regulations Re. Article

It should be noted, however,

101, 1 and 2.

that no provision to date has been made in this

Nos.

respect Re. Article 88, Nos. 1 and 2.
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.(former Article Y6d!}
No. 2 (new)
(Cont.)

Rejection of the opposition as invalid

Proposal

not include the designation 6f the

proprietor of the patent against which

the opposition has been lodged, or the

titie of the invention, the Z6ppod£ion

Division7 may decideto overlook this irregularity,
if, ne"ertheless, the identity of the person
lodglng the opposition and of the patent against
which opposition has been lodged, can be

i determined.. If the document is not rectified in
good time, the éapposition Divisiog7 shall reject

the opposition as invalid.
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Re. Article’

101

(former articie 4]

4

:-'05 .;'

{new)

i
bad
—

1

N\

Continuation ex officio of the opypouition AR A e

Proposal

(1) In the event of the death or incapacity of
a person lodging oprosition, the oprosition

. - -7 - -7 ‘ .
proceedings ,/ =rall_  / may_/ be continued ex

officio, ~ver witlLout tine rarticipntion of the

heirs or legal representitives.

(2) ;vaIf the[ﬁpposition Diviéién_? finds, once
t:;.e opposition proczedinge wove begun, titt the
oprosition was lodged by a third party who was
incapucitated [_or was rot representzd in
accordance with the conditionc laid down in

Article ... of the Cornventicn /, tiic proceedings
. . — (5

chall be coatinued cx officio. Such procedural

steps as may clrcady have been taken shall be

deemed to be fully valid.

LR/ST 1/57 /70 lor/TL/Ee ™ - .

iiotes :{137t will be necessary to diccuss:

(n) whethier the vroceedings should be ccotinued
whotev.r the circumstoncac;

(b) if so, wiether participution by the heirs or

2l resrresent-tives moy pevert.oless be

roavired. - See .c. Lrtic

o e ) - o . o . .. ‘ . -
10l Gee e (BR/AT T SL/7C, de. Srticle w2, d0. 7.

¢~ - . : . .- P -
{~) ee Ze. frticle &, le. 2 (D), 17440

Cpaft (oome document). Iun sc for s tue quosticn of
incupreity is raised in [eragraph 1, it ceems thot

t should ~lco be provided for in the event of such

[N

incnpaeity being revenled only atter the proceecings
aeve begau. Yurthermere, Liue gursticn of repr-sentation
may arise in this respect, in the covent of tie
cblipation leid Jdowr in the 16742565 Draft Leing inciuded
in the Cirst Frelisioaes Treftoard beling arpoicable Lo

1""51"'} e P ey e 1_. N .i P R I e B
frad L a0 LA 2t e Oy S8 LUiCli.







Re.

‘(former Article

1Ge)

Conditions of the hecaring

Proposal

If the Zapposition Divisiog7 desires
to hear a participant in the opposition
proceedings, the date of the hearing shall
be notified to the other participants, who

may attend the hearing.

PK/GT 1/63 e/70 lor/PR/prk - - . ..

Note:

Detailed provisions concerning the summons

were drafted Re. irticle 84, No. 1 (BR/GT 1/52/70)
as repards the Examining Section but were not
adopted by the sub-Committeé. 1t was therefore
not felt necessary to draw up such provisions for
opposition proceedings before the éapposition

Divisiog7.
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Articles 15/ ‘to 161 of the 196+ fr-.ri .

Note:

The'Implemehting Regulations Re. Articles 154 to 161 of the 196‘ Draft are based
in part on the Rules of Procedure of the Court of Justice of tilie Luropean Conmmunities
(RFCJEC). The relevant Articles of the RFCJEC are irdic:ted where they correspond to

provisions of these Regulations.

BR/GT I/63 e/70 lor/PB/pc




Ne. Article 1CH

Obtaining of evidence

16C4 Praft

‘here it Lias to “alic morsures for obtoin

e oevidence irvelving tie ajpeorance of
witnsses and experts or the inspection of premises, tle Turojenn ratent Cffice el
comruiictte to the parties tre date upon ~lich such measures cre te Le tolien ond the

o
facts to be proved. The p rtius moy ot

o
4]
-~

id the obtaining of evidence. They may ash

any agpropriate suestions ¢f the witucsses o oxjerts being Leard.

o
[

lote: See the note on page 15 (in t.is =use, Articles 45 1) wnd LE (7)),

BR/GT I/C% e/7C lor/FB/fc
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Proposal
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Re. Article 154
No. 3

Part payment of costs of obtaiulng evidence

164 Draft "

The European Patent Cffice may make the obtaining of evidence, requested by any party,

conditional upon deposit by that party with the Europcan Patent Cffice of a sum the amount of

which shall be fixed by reference to an estimate of the costs,

liote:

See note on page 15 (in t-is case Article 47 (3)).

, . o
BR/GT I/63 e/7C lor/PB/pc f 4
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Re. Lrticle 154
No. 4

Summons for the purpose of obtaining evidence

1964 Draft

(1) The witnesses and experts who must be lieard shall be summoned to give evidence.
The summons shall give particulars of the facts regarding winick they zare to be heard.

(2) 1In addition to the pirticulars provided for in paragraph 1 and in Article ...
(Re. Article 159, FNo. 1), paragrapn &, the summong of a wituess shall contain the
designation of the parties to the proceedings and particulars of the rights which he may

invoke under the provisions of Article ... (ie. Ariicle 154, 0. &).

v

ER/GT 1/6% /70 lor/FB/pc



Re. Article 154

No. J

Summons for the purpese of obtaining evid:o:

2]

Froposal

(2) + ... (Re. Article 154, No. 6) ...

BR/GT 1/63 /70 lor/PB/pc
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Re. Article 154
No. S

Hearing of witnesses

1964 Draft

Before a witness may be heard, he shll be informed that, where appropriate,
he may be required to certify his statement on oath. In the cvent of his being

called upon to do so, he shall take the following oath after giving evidence:

"I sweur that what I have said is the truth, the whole truth and nothing

but the truth."

The oath may be taken in the manner laid down by the law of the country

of the witness concerned.

Note: See note on page 15 (in this case, Article 47 (4) and (5)).

BR/GT 1/63 e/70 lor/PB/prk
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Re. Article 154
No. 6

Commissioning and hearing of experts

1964 Draft

(1) Expert reports may be made in writing or orally.

(2) The terms of reference of the expert shall include:

(a) a precise description of his task;

(b) the time limit laid down for the submission of the expert report;

(¢) the jndication that he may, where appropriate, be called upon to take the oath;
(d) the designation of the parties to the broceedihgs; -

(e) particulars of the rights which he may invoke under the provisions of Articlie ...

(Re. Article 154, No. 8).

(3) A copy of the written report shall be submitted to the parties.

(4) 1In the event of an expert being called upon to take the oath, he shall, after
submitting his report, take the following oath: ‘ '

"] swear that I have carried out my task conscientiously and with full impartiality."

The oath may be taken in the manner laid down by the law of the expert's country.

Mote: See note on page 15 (in this case, for paragraphs 2 and 4, article 49 (1) and (6)).

BR/GT 1/65 e/70 lor/PB/prk
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Re. Article 154
No. 5

Commissioning and hearing of experts

- 25 =

Proposal

(1) +
(2) +
(a) +
(b) +
(c) +
(d) + f
(e) + ... (Re. Article 154, No. 6) ...
(3) +
(4) +

BR/GT 1/63 e/70 lor/PB/prk = -
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Re. Article 154
No. 8

Payment of expenses of witnesses and experts

1964 Draft

(1) Witnesses and experts shall be entitled to appropriate reimbursement of
expenses for travel and subsistence. An advance for these expenses may be granted

to them,

(2) Witnesses shall be entitled to appropriate compensation for loss of
earnings, and experts to fees for their work. These payments shall be made to the
witnesses and experts after they have fulfilled their duties or tasks.

(3) The LKdministrative Council7 may lay down the conditions governing the
implementation of the provisions of paragraphs 1 and 2 of this Article. Payment of

amounts due pursuant to these paragraphs shall be made by the European Patent Office.

Note. See note on page 15 (in this case, for paragraphs 1 and 2, Article 51 (1) and (2)).

BR/GT 1/63 e/70 lor/PB/prk




Re. Article 154

No. 6

Payment of expenses of witnesses and experts

Proposal

(1) +
(2) +
. (3) =

BR/GT1/63e/70 lor/PB/PRJ
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e. Article 154
No. 9

Conservation of evidence

1964 Draft

(1) The European Patent Office may, on request, take without delay measures for the
obtaining of evidence, with a view to conserving evidence of facts liable to affect a
decision which it might be called upon to take with regard to‘an application or a European
patent, where there is reason to fear that the obtaining of evidence might subsequently

become more difficult or even impossible.

(2) The request shall contain:

(a) the name, given name(s) and place of residence, or the designation, status and repistered

-—-----—------——---...-.-_----.-._.-....——--__-..-_.--......_..——--------—_—-—_—.

place of business of the person making the request;

(b) the title of the application or of the European patent in question;

(c) the designation of the facts in reépect of which measures for the obtaining of evidence
are to be taken;

(d) particulars of the measures for the obtuining of evidence;

(e) a atatemeht establishing the assumption that there is reason to fear that the obtaining

of evidence might subsequenfly become more difficult or impossible.

(3) The request shall not be deemed to have been submitted until the fee prescribed

by the Rules relating to fees adopted pursuant to the Convention has been paid.

c(#) The decision on the request sﬁall be incumbent upon the department of the
Europeuan Patent Office required to take the decision liable to be affected by the facts
to be established. The provisions of the Convention and of these Regulations with regard to
the obtaining of evidence in proceedings before the European Patent Office shall be applicable

to proceedings before the said department.

BR/GT 1/65 e/70 lor/P3/prk’




Re. Article 154

No. 7

Conservation of evidence

-

Propocsal

(1) +

(2) +

(a) the name, address, nationality, of the person making the request and the

Stdate in which his residence or registered office is located, under the

conditions laid down in Article ... (Re. Article 66, paragraph 2(c);

(b) +
(c) +
(a) +

(e) +
(3) +

R /0TT 763 /70 lor/PR/PRJ
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Re., Article 155
No. 1
i Calculation of time limits
P.C.T./Regulations 1964 Draft

80.1 Periods Expressed in Years

When a period is.expressed as one year or a
certain number of Years, computation shall start
on the day folliowing the day on which the
relevant event occurred, and the pericd chell
expire in the relevadt subsejuernt year in the
moath hav

the same number as the month and the day on which

g the same name and on the day having

the said event occurred provided th-t if the
relevant subsequent month has no day with the same
number the period. shall expire on the last day of
th=t month.

€C.2 TPeriods Expressed in Months

..hen & period is expressed as one month or a

certain number of months, computation shall start

on tue day following the day on whicii the ralevant
event occurred, and the period shall expire in the
relevant subseccuent month or tl.e dzy which has the

e/

BR/GT 1/62 e/7C zon/F3/pe

(1)

Periods shall be laid down in terms of
years, months, wveks or full days. ;
(2) If the beginning of a period is fixed by

reference to an event, that event

the day on which
took place shall be discounted when calculatlng
If the begir .ning of the time 11m1t is

that datn shall be -

the period.

fixed by reference to a date,

o .

included when calculating the period.:




- 30 - Cont.
3 on Re. Article 155

No. 1
(Cont.)

Calculation of time limits

PCT Regulations/Cont.

a—— e T R T U

the same number as the day on which the said event
occurred, provided that if the relevant subsequent
month has no day with the same number the period

shall expire on the last day of that month.

80.3  Periods Fxpressed in Days

Vihen a period is expressed as a certain number
of days,.computation shall start on the day
following the day on which the relevant event
occurred, and the period shall expire .on the.day on

which the last day of the count has been reached.

BR/GT 1/63 /70 son/PB/pc - .







Re. Article 155

No.

Calculation of time linits

Proposal

(1) +

(2) If the beginning of a period is fixed
by reference to an event, the day on which that
event took place shall be excluded from the

caléulation.

BR/GT 1/63 e/70 son/PB/pc  ~ . .

(1) & Regulation in a different form,
corresponding to paragraph 1, is contained in the
PCT Regulations.

(2) The proposal contained in paragraph 2 is in
agreement with the 1964 Draft (paragraph 2, first
sentence) and with the PCT Regulations(iules £0.1 to
£0.3, the first half of the sentence in each case. )

hccording to the PCT Regulations it does not
appear necessary to make an express ruling in the
evenl of a period buing fixed by reference to a date.
L5 o matter of principle the beginning of a period
should be fixed by reference to an event. The
Corvention and the Implementinug Regulations should
be re-examined in the light of this cousideration.

At tune sanme tiﬁe particular core should be taken to
see that the wordiang in the different languuges

corresnonds.
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Re. Article 155, No. 1 (pagg 2)

[ 4

BR/GT 1/63 e/70 son/PB/pc

1964 Draft

&

(3) Vhere a period is measured in terms of
months or years, it shall be calculated from the day

on which it begius until the day having the same

-number in the month during which the time limit

expires. In this case, if the month when the time
limit is due to expire has no day with the same
number, the period shall expire at the end of the

last d.y of that month.



Re. Article 155, No. 1 (page 2)

Proposal

(3) + Note:
(3) Paragraph 3 of the 1964 Draft, on the

expiry of time limits, is in agreement with the
PCT Regulations (Rules 0.1 end 60.2, second
half of the sentence in each case).

Rule “0.3 (2) of the PCT kegulations, is

self-explanatory.

BR/GT 1/6% e/70 son/FB/pc
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Re. Article 155

No.

Extension of time limits

PCT Regulations

80.5 Expiration on a Non-Viorking Day

If the expiration of any period during which
any document or fee must reach a national office
or intergovernmental organisation falls on a day
on which such bffice_or organication is not open
to the public for the purposes of the transaction
of official business, or on which ordinary mail is
not delivered in the locality in which such Office
or organisation is situated, the period shnll
expire on the next subsequent doy on which neither

of the said two circumstances exists.

1964 Craft

Note: See the note on page 15 concerning Articles

30 (2), and 8C (2) of the RI'CJIVC.

LR/ST/ 1/5% e/7C son/I'B/pe
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1964 Draft

(1) In the event of a time limit being extended
by the Luropean P’atent Cffice, the period of extension
shall be calculated with effect from the expiry of
the initial period. » '

(2) If the last day of the péfiéd is a da’ on
which the Xuropean Fatent Office is'ﬁét open for
receipt of documents, the period shali be extended
until the first duy thercafter on wiich the Luropean
Fatent Office is open for geceipt of documents.

(3) Paragraph.2 shall apply to the time limits

provided for in thc Convention or in these

‘Implementing Kegulations in the case of transactions

to be carried out with the competent duthority within
the meaning of Article G6 (1)b of the Convention, if
the last day of the period is a day on which the
competent autmhority is not open for receipt of
documents,

(4) The list of days for which it is esteblished
that the Muropcun Patent Cffice is not open for
receijpt of documents shall be publisied in the

Officinl Guzelte of the turcpeon Patent Cffice.



1) +
(2} +

Re. Article 155
No. 2

Extension of time limits

Proposal

(3) "+ (irticle 6L, Paragraph 1 (b))

(4) +

BR/GT 1/%3 e/?O ;on/!B/pc
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Re. irticle 156

No., 1 (new)

Observation of time limit preventcd b: force majeurc

Proposal
(1) Applications for re-establishment of the Note:
applicant's rights shall be presented in writing. (1) Paragraph 1 would be superfious if the expression
' "in writing" were added to Article 156 (2), first
sentence of the Convention. However, see Ke. Article
&, Ho. 1, paragrarh 1, «nd iote 1 on Re. Article 101,
lo. 1.

(2) If an application for re-establishment (2) Article 156 (6) of the Convention stipulates
of'the applicant's rights is granted, an entry to that anyone who exploits an invention in good faith
this effect shall be made in the Register of in the coursec of the period between the refusal or
Europezn Patents and published in the luropean the presumed withdrawal of a published Turopean Fatent
Patent Bulletin; provided that an entry has been application and the publication 6f the notificaztion
published in accordance with Article .6 of the of the re-establishment of the applicant's rights or

Convention. who hns made actual and serious preparations to exploit
the inve.tion, may freely continue such exploitdtion in
the course of his business or for the neels tliereof.

It therefore seems necessary to malie provision in the
Implementing kKegulations for an entry concerning the
re-establishiment of the applicunt‘s rigiots to be

putliched in the Repioter ol Duropcan loteuts ¢ rd the

BR/GT 1/62 e/70 son/IB/gpc ~ Buropron I'tent Sulletin,
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Re+ Article 157

No. 1

Death of Applicant or proprietor

D e U

1664 Draft

Public notice shall be effected by means of a notice affixed to a public

notice board of the European Patent Office znd simultaneous publication in the

European Patent Bulletin. The Luropean Patent Office may prescribe tiie utilization

of other means of publication of the public notice.

BR/GT 1/63 e/70 son/PB/pc



- -

og\mm\zmm 0l/° €9/1 Lu/dd

Tesodoad

Io03atadoad o jueorrdde jo yjzeaq

T *oN
LGT aTotyay *ay







Re. Article 159

Miscellaneous provisions relating to proceedings and the issue of documents

The provisions numbered Re. Article 15%¢ lios. 1 to 9 were only grouped under this article
for the sake of convenience. Owing to the present state of the First I'reliminary Draft it

has not been possible to link them with individual provisions made in that text.

BR/GT 1/63% e/70 ley/PB/pc
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Re. Article 159
No. 1

Term and form of the writ of summons

1964 Draft

(1) Writs of summons to a hearing, oral proceedings or a preliminary investigation

shall give a minimum of one month's notice. 1In urgent cases the term may be reduced.

(2) The writ of summons shall state the consequences to which non-appearance may

give rise, pursuant to the Convention or to these Regulations.

BR/GT 1/63 e/70 ley/PB/prk



- b1 -

Re. Article 159
No. 1

Term and form of the writ of summons

Proposal

(1) =+
(2) +

BR/GT 163 e/70. ley/PB/prk . J
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Re. Article 159
No. 2

Minutes of hearings, oral proceedings

and preliminary investigations

1964 Draft

(1) Minutes of hearings, oral proceedings and preliminary inveétiéations.shall be
drawn up. These shall contain the essentials of the hearing, oral proceedings or preliminary
investigations, the judicially important statements made by the parties and the testimony.

of the witnesses, experts or parties.

(2) The minutes of the testimony of a witness, expert or party shall be read out to
him or submitted to him so that he may examine them. It shall be noted in the minutes that
this formality has been carried out and that he minutes have been approved. If approval

to the minutes is not given, the objections raised shall be noted.

(3) The minutes shall be signed by the official of the European Patent Office who
drew them up and by the official of the European Patent Office who conducted the hearing,

oral proceedings or preliminary investigation.
(4) The parties shall be provided with a copy of the minutes.

Note: See note on p.15 (in this case: Articles 53 and 47, §(6), R.P.C.J.E.C.)
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Re. Article 159
No. 2

Minutes of hearings, oral proceedings

and preliminary investigations

- ) -

Proposal

(1)
(2)
(3)
(4)

+ + +

+
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Re. Article 159
Nq. 3

Form of decisions of the European Patent Office

1964 Draft

(1) Decisions by the departments of the European Patent Office whereby

proceedings with regard to a party are concluded shall be made in writing.

(2) The decisions mentioned in paragraph 1 shall give grounds, unléss

——-——-—---—--——-.-——--_-————--———-_——-—----—————.———--——---—--————-—-—--—---——u—m————

(3) The President of the European Patent Office may decide that other-

decisions are to be given in writing or are to state grounds.

BR/GT 1/63 e/70 ley/PB/prk
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Re. Article 159
NO. 3 "

Form of decisions of the European Patent Office

Pr o.p os al

(1) + | Note:
_ In the event of the sub-Committee, on
(2) The decisions mentioned in paragraph 1 discussion of Re. Article 115 No. 1, deciding
shall give grounds provided that they are not to specify that not only Board of Appeal
decisions to grant a European patent. , decisions but also decisions of the examining

section and examining division could be
(3) + delivered at the hearing in the course of which
the oral proceedings are concluded, the present

article should cover all these.decisions.

Paragraph 1 would have to be amended accordingly.

\ BR/GT 1.53 e/70 -ley/PB/prk
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Re. Article 159

No. &4

Ex officio Rectification

1964 Draft

Errors of fact and expression and obvious mistakes contained in decisions
of the European Patent Office, in the Register of the European Patents and in

publications of the European Patent Office, may be rectified ex officio.




Re. Article 159
No. &4

Ex officio . rectification

- 47 -

Proposal

BR/GT 1/63 e/70 ley/PB/Prk
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Re* Article 159
No. 6

Notification of channels of appeal

:

1964 Drart

----------mur-—---—

——-—--..--—--—---.-—---———--—--—-

--—--——-——------—---m--——-—-—-——---—--—mn—-~.

-—-------——--—------— - . o

----——------—-—---—-—--———~—---—---

(2) The Partiesg may invoke neither the opmission of the notification nor any

BR/GT 1/63 e/70 ley/PB/prk



Re. Article 159
No. 5

Notification of channels of appeal

Proposal

(1) Decisions of the European Patent Office in respect of which a channel of
appeal is open shall, as a rule, be accompanied by a written notification informing

the parties that an appeal against the decision may be brought, within what term and

in what form the appeal may be lodged with the FEuropean Patent Office, and stating

that the appeal fee must be paid.

(2) +

BR/GT 1/63 e/70 ley/PB/prk
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Re. Article 159
No. 6

Issue of certified copies

Proposal

+ .... patent application .....c.0
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Re. Article 159
No. 7a

Advance payment of fees

1964 Draft

o . - - - -—

payment of the corresponding fee.
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Re. Article

5
~2

Advance payment o

{ leco

Proposal

The European Patent Office may decide not to
make the issue of documents, copies and photocopies,
the supplying of information or the rendering of any

other service dependent on the advance payment of

the corresponding fee.

BR/GT/ 1/63 e/70 ley/PB/pc ¥

Note:

1) Undor the 1964 draft, the Luropearn Patent Cffice
could not comply with requests for documents wnen the
fees were to be paid subsequently. This provicion
might impose unneccssary restrictions on credit-worthy
applicants such as professional agents and large
companies, particularly in the caue of urgent requests

for priority documents.

2) A nccessary condition for the adoption of the
present proposal would be the inclusio:: in the Rules
relating to fees of a basic provision to the effect
that the fees payable for the official services
quotcd shall be due for payment as soon as the
application is filed. This roises the poinl of
whetiher it would not be advisable to include the

provision contained in i'o. 7 in the Rules relating




-54 - le. Article 1L,¢

No. &

Interruption of proceedi.gs

1064 Draft

(1) In the event of the death of the applicant for or proprintor of & European patent, proceedings
before the Europecan Patent Office shall be interrupted until Lhe intcrvention of the heirs, subject to

the applicaticn of the provisions of Article 157 of the Convention. ‘“'he same shall apply to proceedings

s - o — - o = —— — T —— > - - - - —— - - = S -
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(2) 1If, in the cases provided for in paragraph 1, one of the persons referred to in this paragraph

becores incapable, the proceedings shall be interrupted until a legal representative has been appointed.

The same shall apply in the event of expiry of the represcntative's authorisaticn.

(3) If there is a professional agent, the proceedings shall not be interrupted. The European

- - - —— - n . - ——

(4) If the applicant for or proprietor of a Luropean potent is declared bankrupt, proceedings
before the Luropean Pate:nt Gffice shall be. interrupted; tlicy shall be resumed when the provisions
applicable in the event of bankruptcy allow or when the buankruptcy proccedings are concluded. The sume
shall apply if other judicial proceedings arc opened for the purpose of satisfying all the holders of

debt claims on the estite of the debtor.

(5) The time limits in force at the date of interruption or cuspensgion of proceedings shall come

into full force again as from the day yhen the Luropeuan l'ateut Cffice declarcs the end of the interru tion

or, in the coue of suspensicn, jjives notice of the resumption of proceedings.,
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Re. nrticle 159
No. 8

Interruption of proceedings

Proposal

(1) In the event of the death of the applicant for or proprietor of a European patent,
proceedings before the European Patent Office shall be interrupted until the intervention

of the heirs, subject to the application of the provisions of article 157 of the Convention.

(2) If the applicant for or proprietor of a European patent becomes incapable,
proceedings before the European Patent Office shall be interrupted until a legal
representative has been appointed. The same shall apply in the event of expiry of the

legal representative's authorisation.

(3) +
(&) +
(5) =+

Note:

See Re. Article 101 No. 2, which stipulates that opposition proceedings are to be

continued ex officio should the opposing party die or become incapable.
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Re. Article 159
No. 9

Belated observations

1964 Draft

The European Patent Office may decide not to take into consideration

observations not made within the term set.

BR/GT 1/63 e/70 ley/FB/prk
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Re. Article 159
No. 9

Belated observations

Proposal

BR/GT 1/63 /70 _=2y/®B/prk

Note:

This is a general provision which should
perhaps be included in the Convention where
there is already a similar rule relating to
the special case of appeals. (See article

113 (2) of the First Preliminary Draft.)
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Re. Article 161
No. 1

General provisions on notifications

1964 Draft

(1) 1In proceedings before the European Patent Office the notifications referred
to in Article 161 of the Convention shall relate to the original of the document to be -
notified or to a copy thereof certified by the European Patent Office. Certification
shall not, however, be required in respect of copies of documentis emanating from the

parties themselves.

(2) Direct notification shall be made: ..

(a) by post;
(b) by delivery on the premises of the'European Patent Office;
(¢) by publication.

(3) Notification through the central industrial property office of a
Contracting State shall be made in accordance with the provisions applicable to the
said office. This procedure shall be applied only where direct notification has

produced no respohsé or would appear to be inappropriate.

Note:

See note on p.15 (in this case paragraphs 1 and 2 correspond to Article 79 (1) RPCJEC)
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Re. Article 161
No. 2

Notification by post

1964 Draft

(1) Notification by post shall be by registered letter or by registered

letter with recorded delivery.

(2) Decisions incurring a time iimit for appeal and writs of summons
shall be transmitted by registered letter with recorded delivery. The President
of the European Patent Office may decide that this method of notification shall

be used in other cases.

BR/GT 1/63 e/70 son/PB/prk
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Re. Article 161
No. 3

Notification by registered letter

1964 Draft

Where notification is effected by registered letter, this shall be deemed

to be delivered to the addressee in the course of the 7th day following its

T A e - WP - T - D - - - - —— - —— - ) —_ T W = G " M S G W G G S G WD M S W D S VD G W S S we W W W wee
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incumbant on the European Patent Office to establish that the document has

reached its destination and to establish the date of its delivery to the addressee.

BR/GT 1/63 e/70 son/FB/prk



Re. Article 161

- 63 -

No. 3
Notification by registered letter
Proposal
Where notification is effected by registered Note:

letter, this shall be deemed to be delivered
to the addressee on the seventh day following its

posting. Nevertheless, the addressee may claim

that the document to be served has not reached

him, or has reached him at a later date. In

the event of any dispute it shall be incumbent
on the European Patent Office to establish that
the document has reached its destination and to

estublish the date of its delivery to the addressee.

BR/GT I(63 e/70 son/PB/prk

The text of the 1964 Draft has been

modified only in form.
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Re. Article 161
No. 4
Refusal to take delivery

1964 Draft

Notification by registered letter or by registered letter with
recorded delivery shall be deemed to have been effected even if acceptance

thereof has been refused without good reason.

BR/GT 1/63 e/70 son/PB/prk



lmwl

\ nm\ﬂow ON\@ ﬁ@\_
od q
&

Tesodoag

. ,

7 *ON

9T 919134V ‘oY
T




-66-

Re. Article 161
No. 5 .

Notification by delivery by hand

e e i @ St 4L f e At r e b eim eh e e ——— s e o o o e o e e -

1964 Draft

(1) If the addressee is on the premises of the European Patent Office,
notification may be effected by delivery by hand of the document to be

served upon the addressee, who shall acknowledge receipt thereof.

(2) Notification shall be deemed to have taken place even if the
addressee refuses to accept the document to be served or to acknowledge
receipt thereof. Note shall be taken in the files of the date of such

refusal to take delivery or to acknowledge receipt.

Note:

See note on page 15 (in this case Article 79 (1) RPCJEC)
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Re. Article 161
No. 5

Notification by delivery by hand

- 67 -

Proposal

(1) +

(;)- +

BR/GT 1,63 e/70 son/PB/pc
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Re. Article 161
No. 6

Notification by despatch by post

1964 Draft

(1) Notificationsin respect of addressees who have neither a registered place of.
business nor a place of residence on the territory of the Contracting States and who have
not appointed a professional agent or chosen an address for service shall be effected by
the posting of the document to be notified in the form of an ordinary letter bearing the

last address of the addressee known to the European Patent Office.

(2) The date of despatch and the address to which the document has been sent shall be

recorded on the files.

(3) Notification shall be deemed to have been made when despatch has taken place, even
if the letter is returned to the sender owing to the impossibility of delivering it to the

addressee.
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Re. Article 1061
No. 6 ‘ B

Notification by despatch by post

Proposal

(1) + Note:
It will be necessary to examine whether this
article serves any useful purpose, in view of
Article 172 (2) and (3) of the First Preliminary
Draft (compulsory representation).
(2) +
(3) +
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Re. Article 161
No. 7

Public Notification

1964 Draft

(1) If the address or place of residence of the addressee cannot be established,

notification shall be made by publication.

(2) Public notification shall be effected by displaying the document for

notification on the public notice board of the FEuropean Patent Office. 1Instead of the

- o e G W S - R T G R T e - —— - - - - . W G o - A R T WD S T B G S . = .. A e e T . - - G- - - S e = W G - e -

existence of the public notification shall be mentioned in the European Patent Bulletin

at the same time as the notice is posted.

(3) The document shall be considered as notified one month after the date of

posting.

BR/GT 1/63 e/70 ley/PB/pc



Re. Article 161
No.'7

Public Notification

71—

Proposal

(1) +

(2) Public notification shall be effected by displaying the document for

notification on the premises of the European Patent Office.

The existence of the

public notification shall be mentioned in the Furopean Patent Bulletin at the

same time as the document is displayed.

(3) +

BE/GT 1/63 e/70 leyPB/pc
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Re. Article 161
No. 8

Notification in the event of there being several legal representatives

1964 Draft

If the addressee of the notification has several legal representatives,
notification may validly be made to any one.
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Re. Article 161 B
No. 8

Notification in the event of there being several legal representatives

- Proposal

¥
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Re. Article 161
: No. O

Notification to professional agents

1964 Draft

(1) 1If a professional agent has been appointed and the authorisation has been

placed on the file, notifications shall be addressed to the agent,

(2) If one professional agent has been appointed for several interested parties,
notification of a single document to the agent shall be sufficient for all of the

interested parties.

(3) If several professional agents have been appointed for a single interested

party, notification to any one of them shall be Sufficient.
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Re. Article 161
No. 9

Notification to patent agents

-75 -

Proposal

(1) + .ee.
(2) + oees
(3) + eoee
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Re. Article 161
No. 10
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Re. Article 161

No. 10

Ex officio appointment of a common representative

Proposal

(1)

If there is more than one applicant, and

Note:

the request for grant of a European patent does not

comply with the reauirements of Article "'ZjEE'

Article 66 Nc. 1/ paragraph 2 (i), the applicant

first named in the request shall be considered

the common representative.

(2) The-preceding paragraph shall be
applicable where a request, opposition or appeal
is filed by several bersons. The same shall
apply where a patent application or the rights
attaching to a request or an appeal are assigned

to several persons.

- deleted =~

BR/GT 1/63 e/70 ley/PB/pc

1) The first paragraph proposed corresponds to
Rule 4.8 (b).of the PCT Regulations.

The reference to the request or appeal in
paragraph 1, sentence 1 and paragraph 1, sentence 2
of the text of the 1964 draft has been repeated in
the proposal for paragraph 2. It will be necessary
to examine whether paragraph 1 will not have to be
extended to cover the case provided for in Article ...

(Re. Article 66 No. 1), paragraph 2 (i).

2) Paragraph 2, sentence 2 will have to be
if it is decided that,

in accordance with the note to Article 23 of the

extended to cover the patent,

First Preliminary Draft, the provisions of Article
23 should apply to the assignment of the Furopean
patent during the opposition period and, if necessary,

up to the conclusion of the opposition procedings.
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Re. Article 161
No. 11

Power to receive notifications after conclusion of proceedings

1964 Draft

"

(1) At the close of proceedings the notifications relating to a European patent
shall be made validly to the last known address for service chosen by several. persons

owning a European patent, unless a professional agent has been appointed.

(2) The same shall apply where a common professional agent has been appointed
by several persons owning a European patent and having their registered office or

place of residence on the territory of one of the Contracting States.
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Re. Article 161
No. 11

Power to receive notifications after conclusion of proceedings

Proposal

deleted ' | ‘ Note:
A provision corresponding to Re., Article 161,
No. 11 of the 1964 draft is no longer necessary
because Article 172 (2) and (4) of the First Preliminary
Draft lays down that representation shall continue

even after the patent has been granted.
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Re. Article 161
No. 13

--.——---..——..-__—.-_--.-——-————-—n—--_-———-—--—---.——_—

1964 Draft

If it cannot be established that a document has been duly notified or if,

when the
document has arrived at its destination,

the compulsory provisions relating to the

notification have not been observed, the document shall be deemed notified as from the

date on which it is proveh that the addressee has received it.

BR/GT 1/63 e/70 ley/PB/pc



Re. Article 161
No. 12

Irregularities in the Notification

..81_

Proposal

BR/GT I/63 /70 ley/PB/pc




Re. Article 162
No. 1

Inspection of the files without explicit consent

1964 Draft

_——_..—_-—__—___-..__—_-—...—_--——_—-..—__-—..-—___.—__.-_._.-__...—.._.--_-.___—_——__——___—

inspection of the files without the consent provided for in Article 162, paragraph 1

'

of the Convention.
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Re. Article 1062

No. 1

Inspection of the files without cxplicit consent

Proposal

Any person who can prove that the person who has filed a bLuropean patent application

has exercised & right over that patent application in respect of him, may obtain inspection

of the files without the consent provided for in Article 162 paragraph 1 of the Convention.

llote: There was a discrepancy between the French and German texts of the 1964 Draft.

The present propogsal contains the substence of the French text.
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‘Re. Article 162

No. 2

Parts of the file not for inspection

1964 Draft

(1) The parts of the file which shall not be open to the inspection provided for
in Article 162 paragraph 2 of the Convention, shall include:

a) the documents relating to a request for exemption from payment of
fees or other procedural costs under Article 169 paragraph 1 of the
Convention;

b) the documents relating to é request for the grant of & further period
of time for the payment of renewal fees under firticle 122 of the

Convention;

¢) the documents relating to the exclusion of or objections to members

of the Convention;
d) draft decisions and opiniong, and all other documents used for the
x preparation of decisions =nd opinions and which are not communicated

to the parties.

(2) The President of the Suropean Fatent Cffice may decide thal olher documents

shall not be open to inspection.

R/ 1/6% e/?0 lor/Pl/pec

Rl



Re. Article 162
No. 2

/...85...

Parts of the file not for inspection

Proposal
(1) +
a) - deleted -
b) - deleted -
c) the documents relating to the exclusion of

with Article 153 of the Convention;j

d) +

(2) &

BR/GT 1/63 e/70 lor/PB/pc
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Re. Article 162
No. 3

Inspection of the original application

1964 Draft

Where a divisional application for a European patent results in the grant
of a provisional European patent before the original application, the documents
relating to the latter application which were filed with the division, shall be
made availailable for inspection, without the consent provided for in Article
162 paragraph 1 of the Convention, to any person who so requests after the

publication of the patent arising from the divisional application.

BR/GT 1/63 e/70 lor/PB/pc
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Re. Article 162
No. 3

Inspection of the original application

Proposal

~ deleted -

Note:

This provision can be deleted as the original application and the divisional

applications are to be published simultaneously pursuant to Article 85 of the

First Preliminary Draft.
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Re. Article 162
No. 4

Procedures for the inspection of files

1964 Drart

(1)_ The inspection of the files of European patent applications
and of European patents shall take place onp the premises of the European

Patent Office.

(2) on request, the inspection of the above-mentionegq files may

BR/GT 1465 o/70 lor/PB/prk



Re. Article 162
No. 4

Procedures for the inspection of files

Proposal

(1) o+
(2) +
(3) +

BR/GT 1/63 e/70 lor/FB/prk
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Re. Article 162
No. 5

Communication of an item of information contained in the files

1964 Draft

(1) The European Patent Office may communicate information concerning
any file of a European patent application or European patent subject to the
payment of the fee prescribed by the Rules relating to fees adopted pursuant
to the Convention. The provisions of Article 162 paragraphs 1 and 2 of the
Convention and of Articles .... (Re. Article 162, Nos. 1 to 3) shall be

applicable to such communications.

(2) The European Patent Office may, upon receipt of a request for the
communication provided for in paragraph 1, require the exercise of the option
to obtain inspection of the file itself should it deem this to be appropriate

in view of the quantity of information to be supplied.
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Re- Article 162
No. 5

Communication of an item of informatiorn contained in the files

Pro posal

(1) + ... (Re. Article 162, Nos. 1 and 2) ...

(2) =+

BR/GT 1/63 e/70 lor/PB/prk
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